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1 . Claims 24-29 and 38 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 24, line 8, "said molding die" lacks antecedent basis and it should be clearly specified what 
in claim 24 constitutes the molding die. Also, in claim 38, "said roller" in the last line lacks 
antecedent basis and would appear to not even be encompassed by the injection molding 
embodiment set forth in independent claim 35. Clarification is required. 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371© of this title before the invention, 
thereof by the applicant for patent. 

Claims 1, 3, 5, 12 and 13 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Korenaga et al (see column 7, lines 1-11). 

Korenaga et al discloses the instant molding die and method for making such die for molding an 
integrated optical circuit (see col. 1, lines 15 and 25-26) by providing a substrate (20) having a 
first patterned surface, the substrate being made of silicon carbide and providing a protective 
noble metal alloy film over the surface of the substrate to provide an outer second surface which 
is a negative of the IOC/waveguide to be molded using the die. See Figures 2a-2c. 
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3 . The following is a quotation of 3 5 U. S . C . 1 03 (a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 1 02 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 2, 4, 14 and 24-29 are rejected under 35 U.S.C. 103(a) as being unpatentable 
Korenaga et al. 

Korenaga et al discloses the basic claimed die and process of making same as set forth i 



over 



in 



paragraph 2, supra, lacking a clear disclosure of the exact shape of the first patterned surface, 
that the metal protective film on the die is made of nickel or titanium and the holding substrate of 
instant claim 24. It is submitted that the exact shape of the pattern to be produced would have 
been an obvious feature dependent on the exact integrated circuit desired and that the exact metal 
used for the protective film would have been an obvious material selection in the process and die 
of the applied reference dependent on hardness desired for the die. It is further noted that 
substrates to hold material to be embossed are well known in the art and such would have been an 
obvious expedient in the process of Korenaga et al to ensure that the moldable first material is 
accurately embossed. While Korenaga et al does not explicitly teach a curable first material, the 
second one certainly is and one of ordinary skill in the art would have found employing a first 
curable material as obvious dependent on the exact function and utility for the IOC. 
4. Claims 6-11, 15-23 and 30-34 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Korenaga et al in view of Heming et al (col. 1 1, lines 54-61). 
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The primary reference discloses the basic claimed tool, method of making same and method of 
compression molding using said tool or die, Korenaga et al lacking essentially that the tool/die is 
provided on a roller and that the substrate of the tool/die would be bent so that it would be 
conformed to the surface of the roller. Heming et al discloses making waveguides by using a roll 
embossing process wherein the necessary structures to be imparted to the substrate are clearly ' 
contained on the surface of a roller. It would have been obvious to one of ordinary skill in the art 
at the time of invention to have modified the embossing in the primary reference as roller 
embossing as taught by Heming et al for a continuous processing. The processing to make the 
individual dies as set forth in instant claim 21 is well known in the art (ie, etching and cutting a 
wafer into a plurality of parts) and such would have been an obvious feature in the combination as 
applied to in fact make a number of dies which would fit around the circumference of a roller. 
5. Claims 35-38 are rejected under 35 U.S.C. 103(a) as being unpatentable over Korenaga et 
al in view of Knapp (see Fig. 4). 

The primary reference discloses the basic claimed process as set forth in the paragraphs supra, 
Korenaga et al essentially lacking a teaching of molding the first material using the die in an 
injection molding operation. Knapp teaches making waveguides by injection molding and such 
would have been an obvious expedient over the embossing of the primary reference dependent on 
the exact first material desired for the waveguide. 
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6. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Chandross et al discloses making integrated optical circuits involving embossing 
waveguides into substrates. 

7. Any inquiry concerning this communication or earlier communications from the examine 
should be directed to M. Vargot whose telephone number is 703 308-2621. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703 308-0661. 




M. Vargot 



MATH1EU D. VARfiflT 
PRIMARY EXANMl 
GROUP 1300 



September 6, 2003 
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